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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's arguments, filed on February 22, 2007, with respect to the restriction 
of claims has been fully considered and are persuasive. The restriction of claims has 
been withdrawn. 

Information Disclosure Statement 

2. The IDS filed December 31 , 2003, April 25, 2005, and September 21 , 2006 have 
been considered. 

Drawings 

3. The drawings are objected to because Figure 6B shows that the tab is cut along 
a dotted line. The dotted line cut portion looks to be about !4 the width of the current 
collector as shown. Thus if the dotted line shown in Fig. 6B was folded toward the 
upper end of the current collector, the folded portion would be about the same height as 
the upper end of the current collector or, at best, only slightly above the upper end of 
the current collector if any portion of the fold. However, Figure 6C shows that the folded 
portion extends significantly above the upper end of the current collector more than it 
should while still only having been formed from a cut portion which was about Vi the 
width of the current collector. In order for the tab to extend that far above the current 
collector, the cut portion would have extend more than % the width of the current 
collector itself. As is show in Figure 6C, there is no possible way for the electrode tab to 
extend that far above the current collector from the cut made along the dotted line in 
Figure 6B. Corrected drawing sheets in compliance with 37 CFR 1 .121 (d) are required 
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in reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claims 4-7, 10, 11, 15, 20-23, 27, and 28 are rejected under 35 U.S.C. 112, first 
paragraph, because the specification, while being enabling for creating a first or second 
electrode tab that is cut more than half widthwise with respect to the first or second 
electrode current collector, does not reasonably provide enablement for when the first or 
second electrode tab is cut in half widthwise with respect to the first or second electrode 
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current collector. The specification does not enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make the invention 
commensurate in scope with these claims. In order for the invention to work as claimed, 
the first or second electrode tab would need to be cut a great deal more than just half 
widthwise of the first or second electrode current collector. The first or second electrode 
tab is mean to extend above the upper end of the first or second electrode current 
collector, and in order to do so, the cut would need to be made substantially longer than 
half widthwise of the first or second electrode current collector. 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claim 4-7, 10, 11, 15, 20-23, 27, and 28 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

8. Claims 4,10,15, and 20 recite the limitation "the upper end " in line 3 of the 
claims. There is insufficient antecedent basis for this limitation in the claim. 

9. Claims 4,10,15, and 20 recite the limitation "the electrode current collector" in 
lines 2 and 3. There is insufficient antecedent basis for this limitation in the claim. 

Claims 5-7, 27, and 28 are dependent on claim 4 and are therefore rejected for 
the same reason. 

Claim 1 1 is dependent on claim 10 and is therefore rejected for the same reason. 
Claims 21-23 are dependent on claim 20 and are therefore rejected for the same 
reason. 
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Claim Rejections - 35 USC § 102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

11. Claims 1-4, 7-11,13-20, and 23-26 rejected under 35 U.S.C. 102(b) as being 
anticipated by Sugita et al. (U.S. Patent Number 6,432,578 B1). 

Sugita et al. disclose a spirally wound seal cell (abstract). The cell 
includes a first electrode plate (20) having a first electrode current collector with a 
first electrode tab (23). The first electrode has an active material layer coated on 
at least one surface (22 in Figure 9). Sugita et al. disclose a second electrode 
plate (30) having a second electrode current collector with a second electrode 
tab (33). The second electrode has an active material layer (32 in Figure 10). 
The spirally wound electrode boy is formed by rolling the first electrode plate (20) 
and the second electrode plate (30) with a separator (41) in between (Figure 11). 
The first electrode tab (23) is incorporated into the electrode current collector in 
an area of the first electrode plate (20) where the corresponding electrode active 
material layer (22) is not coated (column 1, lines 55-54, as applied to claims 1, 14 
16, and 17). 

Sugita et al. disclose that the spirally wound cell is located in an outer can 
(column 1 , line 49). The can has a sealing lid (50), which is connected to an 
upper portion of the can. The sealing lid has a cap plate (51) and an electrode 



Application/Control Number: 10/748,197 Page 6 

Art Unit: 1745 

terminal (54) formed in the cap plate and having an insulating gasket (52) at an 
outer surface (Figure 12, as applied to claim 14). 

Sugita et al. disclose forming a first electrode plate (20) with a first 
electrode tab (23) at a first electrode current collector that is integrally connected 
to the first electrode current collector at a winding start portion (column 2, lines 
31-37). Sugita et al. disclose forming a second electrode plate (30) having a 
second electrode current collector with a second electrode tab (33). A separator 
(41 ) is prepared and interposed between the first (20) and second (30) electrode 
plates. The cell configuration is spirally wound as seen in Figure 11 (as applied 
to claim 8). 

Sugita et al. disclose that the first electrode tab (23) is formed by folding a 
cut portion of the electrode current collector (Figures 14A and B and column 3, 
lines 56-59). The start portion or completion portion is an arbitrary position 
depending on what is designated the start and finish of the wind. The completed 
battery, after winding is finished, could have the start portion or the completion 
portion at two different positions. Therefore, Sugita et al. disclose that the first 
electrode tab (23) is at either a start or completion portion of the wind (as applied 
to claims 2,3,9,14,18, and 19). 

Sugita et al. disclose that an electrode current collector tab (240 in Figure 
14b) is formed, which inherently means that the tab extends above the top of the 
battery roll. The term "half widthwise" is ambiguous to a given direction with 
respect to the current collector and would therefore apply to Sugita et al. The 
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fact that the tab must extend above the battery roll, would imply that the slit 
would have to be larger than half widthwise of the current collector. As seen in 
Figure 14b, the electrode current collector tab (240) is seen to be approximately 
cut half widthwise of the electrode current collector (as applied to claims 
4,10,11,15, and 20). 

Sugita et al. disclose that the first or second folded electrode tab partially 
overlaps with the electrode current collector having the opposite polarity in Figure 
1 1 (as applied to claims 7, 13, and 23). By winding the battery in a jelly-roll style, 
the electrode current collector of opposite polarity would inherently overlap the 
first or second electrode tab. 

By including all of the structural elements of claims 1 and 2, the apparatus 
is capable of performing the functions recited in claims 24-26. While features of 
an apparatus may be recited either structurally or functionally, claims directed to 
an apparatus must be distinguished from the prior art in terms of structure rather 
than function. In re Schreiber, 128 F.3d 1473, 1477-78, 44 USPQ2d 1429,1431- 
32 (Fed. Cir. 1997) "[Apparatus claims cover what a device is, not what a device 
does." Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 
USPQ2d 1525, 1528 (Fed. Cir. 1990). A claim containing a "recitation with 
respect to the manner in which a claimed apparatus is intended to be employed 
does not differentiate the claimed apparatus from a prior art apparatus" if the 
prior art apparatus teaches all the structural limitations of the claim. Ex parte 
Masham, 2 USPQ2d 1647 (Bd. Pat. App. & Inter. 1987) {MPEP2114). 
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Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

13. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

14. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 1 03(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or(g) 
prior art under 35 U.S.C. 103(a). 

15. Claims 5, 6, 12, 21, 22, 27, and 28 are rejected under 3'5 U.S.C. 103(a) as being 
unpatentable over Sugita et al. (U.S. Patent Number 6,432,578 B1) as applied to claims 
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4,8, and 20 above, and further in view of Narukawa et al. (U.S. Patent Number 
5,508,122). 

The disclosure of Sugita et al. has been discussed above and is 
incorporated herein. 

Sugita et al. do not teach the use of an insulating tape adhered to either 
surface of the first or second electrode tab. 

Narukawa et al. teach that the lead connecting regions, or electrode tabs, 
are covered with insulating tape (column 1, lines 14-16, as applied to claims 5, 
12, and 21). 

Narukawa et al. teach that each electrode tab positioned at the outmost 
has insulating tape on the side toward the center of the spiral electrode, or 
between the inner and outer surfaces of the first and second electrode tab 
(column 1 , lines 56-59, as applied to claims 6, 22, 27, and 28). 

By including all of the structural elements of claim 4, the apparatus is 
capable of performing the functions recited in claims 27 and 28. While features of 
an apparatus may be recited either structurally or functionally, claims directed to 
an apparatus must be distinguished from the prior art in terms of structure rather 
than function. In re Schreiber, 128 F.3d 1473, 1477-78, 44 USPQ2d 1429,1431- 
32 (Fed. Cir. 1997) "[Apparatus claims cover what a device is, not what a device 
does." Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 
USPQ2d 1525, 1528 (Fed. Cir. 1990). A claim containing a "recitation with 
respect to the manner in which a claimed apparatus is intended to be employed 
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does not differentiate the claimed apparatus from a prior art apparatus" if the 
prior art apparatus teaches all the structural limitations of the claim. Ex parte 
Masham, 2 USPQ2d 1647 (Bd. Pat. App. & Inter. 1987) (MPEP 2114). 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention to include the insulating tape of Narukawa et al. in the battery of 
Sugita et al. The insulative tape is used to prevent an internal short circuit 
(column 1, lines 15-16). Having the insulating tape positioned between the inner 
and outer surface of the first and second electrode tab, would assure that each 
lead will not touch another electrode (column 1 , lines 59-60). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melissa B. Thompson whose telephone number is (571) 
272-2758. The examiner can normally be reached on Monday through Friday from 8am 
to 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on (571) 272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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